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REASONS FOR PRE-APPEAL BRIEF REQUEST FOR REVIEW 


Appellant has carefully reviewed the Final Office Action of December 31, 2009 and the 
Advisory Action of March 9, 2010. Currently, claims 13-22, 24, 31, 33, and 34 are pending in 
the application and have been rejected by the Examiner. Appellant hereby requests a pre-appeal 
conference and file this pre-appeal conference brief concurrently with a Notice of Appeal. 
Favorable consideration of the claims is respectfully requested. 

Claims 13-22, 24, 31, 33, and 34 were rejected under 35 U.S.C. 102(b) as anticipated by 
Kleshinski (U.S. Patent No. 5,776,162) or in the alternative as obvious over Kleshinski under 35 
U.S.C. 103(a). Claim 18 was rejected under 35 U.S.C. 103(a) as obvious over Kleshinski in 
view of Boylan et al. (U.S. Patent No. 6,602,272), hereinafter Boylan. Claim 22 was rejected 
under 35 U.S.C. 103(a) as obvious over Kleshinski as applied to claim 13 in view of Mazzocchi 
et al. (U.S. Patent No. 6,949,103), hereinafter Mazzocchi. Appellants respectfully traverse the 
rejections for at least the reasons that Kleshinski, as applied to independent claims 13 and 24, 
does not expressly or inherently describe each and every element as set forth in the claims and does not 
show the identical invention in as complete detail as is contained in the claims. As such, these claims 
are believed to be allowable over these references. 

Pending independent claims 13 and 24 describe a blood clot filter having an apical head 
and a plurality of elongated filter legs, said filter legs actuatable among three configurations, 
namely a radially collapsed configuration, a centering configuration, and a filtering 
configuration. (See Figures 5-7.) Note particularly, that it is the filter legs themselves which 
have three distinct configurations. Each of the configurations imposes distinct limitations upon 
the filter legs. The collapsed configuration requires the legs, attached to the apical head at their 
proximal ends, to be radially collapsed. The centering configuration requires that each filter leg 
includes a bend region in the proximal section, generally proximate the apical head, which forms 
a pad configured to abut the wall of a blood vessel such that the legs extend outward from the 
central longitudinal axis at equidistant intervals to center the filter when placed within a blood 
vessel. In the filtering configuration, each filter leg is configured to avoid contact between the 
vessel wall and the proximal section of the filter leg which included the abutting pad of the 
centering configuration. 
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The filter disclosed by Kleshinski is described as a double filter having a first filter basket 
16 and a second filter basket 18. (Fig. 1, Col. 3, lines 23-25.) Neither filter basket is described 
as having component legs possessing the characteristics recited in claims 13 and/or 24. In the 
Advisory Action, the Examiner has asserted that "the claim languages of the present invention do 
not exclude the case when the centering configuration defined by filter legs 20 of Kleshinski- 
'162) and filtering configuration defined by the filter legs 22 of Kleshinski-' 162 co-exist in a 
blood vessel." This is both correct and immaterial to the question to be resolved, namely 
whether either the filter legs of the set of seven filter legs 20 of filter basket 16 or the filter legs 
of the set of six filter legs 22 of filter basket 18 each anticipate or otherwise render obvious the 
filter legs of the present claims. 

The two separate filter baskets of Kleshinski are well differentiated from each other in 

structure and function: 

"The mesh of first filter basket 16 is formed from the sections of wires between 
the two quarter-inch coils 12 and 14. The mesh is made up a series of seven 
overlapping loops 20 arranged to form a rosette approximately 25 mm in 
diameter. . . . The peripheral portions or tips of the loops 20 press outwardly 
against the inner wall of the vein, although without becoming imbedded in the 
vein; loops 20 thereby help to keep filter 10 in place." (Col. 3, lines 30-43.) 

"The mesh of second filter basket 18 is formed by the six circumferentially 
spaced free wire ends or legs 22, which tilt and bow outwardly of the longitudinal 
axis of filter 10. The six free ends or legs 22 that extend beyond the second 
quarter inch coil 14 diverge so that their tips form a circle 24 at their maximum 
divergence. Each leg is also bowed outwardly slightly. The legs serve to orient the 
device relative to the longitudinal axis of the vena cava. . . . Each free end of a leg 
22 is bent sharply outward at about a right angle to form a hook 26 of 
approximately 1.5 mm in length. The hooks are intended to engage the wall of the 
vena cava to prevent migration proximally or distally." (Col. 3, lines 45-57.) 

As disclosed at col. 3, lines 17-22, the filter 10 of Kleshinski has only two configurations, 
a collapsed martensite phase delivery configuration and an expanded austenitic preformed 
filtering shape. There is no centering configuration in which bends in the filter legs form pads 
which abut and center the filter within a blood vessel and subsequently assume a filtering 
configuration in which the proximal region avoids contact with the vessel wall. Although the 
disclosure of Kleshinski does specify bend regions 28 in legs 22, those bends are said to be 
located between coil 14 and the halfway point 30 along the length of each leg at a point 
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corresponding to approximately 70% of the diameter of the wall engaging hooks 26 and 
approximately 54% of the diameter of peripheral portions or tips of the loops 20 which are said 
to press outwardly against the inner wall of the vein. Accordingly, the bend region of Kleshinski 
fails to disclose pads, formed by a bend region near the proximal end of legs 22, which abut the 
vessel wall in a centering configuration and which avoid contact with the vessel wall in the 
filtering configuration. Similarly, the peripheral intermediate portions or tips of the loops 20 
assume a collapsed martensite phase delivery configuration and press outwardly against the inner 
wall of the vein in the expanded austenitic preformed filtering shape. Any portion of said loops 
which might be characterized as a pad configured to abut a vessel interior wall to center the filter 
is both distal of the proximal bend region and necessarily remains in contact with the vessel wall 
in the filtering shape wherein the loops help to keep filter 10 in place. 

As will be seen in the sketch provided in the Final Office Action (page 3), the Examiner 
has attempted to attribute the centering configuration to the seven legs 20 of filter basket 16 and 
an arbitrarily selected portion of the six filter legs 22 of filter basket 18, while the filtering 
configuration is attributed to the remainder of the six filter legs of filter basket 18. If the legs 20 
of basket 16 provide the proximal region centering pads which abut the vessel wall, they do not 
avoid contact with the vessel wall in the filtering configuration, but explicitly remain in contact 
to "help to keep filter 10 in place". If the legs 22 of basket 18 are to provide the filtering 
configuration which avoids contact with the vessel wall in the filtering configuration, they do not 
provide a centering configuration in which a proximal bend region contacts the vessel wall and 
subsequently avoids contact with the vessel wall. Thus neither set of legs anticipates or renders 
obvious the filter legs of the pending claims 13 and 24. Appellant respectfully requests that the 
rejections of independent claims 13 and 24 under 35 U.S.C. 102(b) and/or under 35 U.S.C. 
103(a) be overruled for at least the reasons that Kleshinski does not expressly or inherently describe 
each and every element as set forth in the claims. Claims 14-17, 19-21,31, and 33-34, which depend 
from claims 13 and 24 respectively, and include significant additional limitations, are believed to 
be not anticipated by Kleshinski and Applicant respectfully requests that the rejections be 
withdrawn. 

Further, Kleshinski does not appear to teach all the claim limitations recited in independent 
claims 13 and 24, as is required to establish a prima facie case of obviousness under 35 U.S.C. 103(a). 
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Neither Boylan nor Mazzocchi overcome the deficiencies of Kleshinski as applied to independent claim 
13. 

If an independent claim is nonobvious under 35 U.S.C. 103, then any claim depending therefrom 
is nonobvious. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). (MPEP 2143.03) 

Accordingly, claims 14-17, 19-21, 31, and 33-34, which depend from nonobvious independent 
claims 13 and 24 respectively, also are believed to be nonobvious and Appellant respectfully requests that 
the rejections be overruled. 

For at least the reasons mentioned above, all of the pending claims are allowable over the 
cited prior art. Issuance of a Notice of Allowance in due course is requested. If a telephone 
conference might be of assistance, please contact the undersigned attorney at (612) 677-9050. 


Respectfully submitted, 




CROMPTON, S EAGER & TUFTE, LLC 
1221 Nicollet Avenue, Suite 800 
Minneapolis, Minnesota 55403-2420 
Tel: (612) 677-9050 
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